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O fice 107 (Thomas Lanpbne, Managi ng Attorney).

Before Cissel, Seeherman and Rogers, Adm nistrative
Trademar k Judges.

Opi ni on by Seehernman, Adm nistrative Trademar k Judge:

WANAeDb | nmpressions, LLC has appeal ed fromthe final
refusal of the Trademark Examining Attorney to register
WNWAEB | MPRESSI ONS as a mark for “conputer services, nanely
design and inplenmentation for others of gl obal conputer

”2

net wor k websites. Regi stration has been refused pursuant

to Section 2(d) of the Trademark Act, 15 U.S.C. 1052(d), on

! M. Tanbourino prepared the brief in this case; a different

Exam ni ng Attorney handl ed the exam nation of the application.
2 Application Serial No. 75/595,241, filed Novenber 25, 1998,
and asserting a bona fide intention to use the mark in comerce.
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the ground that applicant’s nark so resenbles the nmark

NETI MPRESSI ONS, previously registered for “conputer
services provided through a gl obal conputer network, nanely
desi gning, inplenmenting, and nmai ntaining web sites for

ot hers” 3

as to be likely, if used in connection with
applicant’s identified services, to cause confusion or
m stake or to deceive. The Exam ning Attorney has al so
made final a requirenment, pursuant to Section 6(a) of the
Trademark Act, 15 U.S.C. 1056(a), that applicant disclaim
exclusive rights to WW\EB

The appeal has been fully briefed, but an ora
argument was not held.?

Turning first to the requirenment for a disclainer,
Section 6(a) of the Trademark Act provides, in part, that

“the Director may require the applicant to disclaiman

unr egi strabl e conmponent of a mark ot herw se registrable.”

® Registration No. 2,182,951, issued August 18, 1998.

“ It is noted that in the mddle of page 13 of applicant’s 14-
page main brief there is a request for oral argunment. Tradenark
Rul e 2.142(e) (1) specifically provides that “if the appell ant
desires an oral hearing, a request therefore should be nade by a
separate notice....” (enphasis added.) Throughout the course of
this appeal applicant has failed to conply with the Trademark
Rul es governing appeals, e.g., failing to file its main brief
within 60 days of the filing of the notice of appeal and failing
tofileits reply brief within 20 days fromthe mailing of the
Exam ning Attorney’s brief. Trademark Rule 2.142(b). Al though
the Patent and Trademark O fice has excused the latter |apses,
the Board will not excuse applicant’s failure to follow the
procedure set forth in the rule to request an oral hearing, and
will therefore not schedule one in this appeal




Ser No. 75/595, 241

A termwhich is nerely descriptive of the goods or services
is unregistrable under Section 2(e)(1) of the Act.

It is the Examning Attorney’s position that WWAEB i s
nmerely descriptive of applicant’s design and inpl enentation
of gl obal conputer network websites because it is the
acronym WW with the final word represented by the
acronym i.e., WEB, spelled out. Applicant, on the other
hand, asserts that WWEB is not a word that can be found in
a dictionary, nor is it comonly associated with goods or
services in applicant’ s field.

We affirmthe Exam ning Attorney’s requirenent that
WMW\EB be di sclai ned. The Exami ning Attorney has submtted
dictionary evidence® that “WWV is defined as “Wrld Wde
Web; a hypertext-based systemfor finding and accessing
resources on the Internet network,” and that “Wrld Wde
Web” is further defined as:

Also called WEB or WB. The Wrld Wde
Web is the universe of accessible

i nformati on avail abl e on many conputers
spread through the world and attached
to that gigantic conputer network
called the Internet. The Web has a
body of software, a set of protocols
and a set of defined conventions for
getting at the informati on on the Wb.
The Web uses hypertext and nul tinedi a
techni ques to nmake the web easy for

anyone to roam browse and contribute
to. The Web makes publi shing

® Newton's Tel ecom Dictionary, 15" ed. © 1999
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information (i.e., making that
informati on public) as easy as creating
a “home page” and posting it on a
server sonmewhere in the Internet. Pick
up any Web access software (e.g.

Net scape), connect yourself to the
Internet (through one of many dial-up,
for-noney, Internet access providers or
one of the many free termnals in

Uni versities) and you can discover an
amazing diversity of information on the
Web. From weat her to stock reports to
informati on on how to build nucl ear
bonbs to the best tennis tips, it can
be posted on the Wb for all to read.

| nvented by Ti m Berners-Lee at CERN,
the Web is the first true “killer app”
of the Internet.

It is clear that “Wrld Wde Wb” is nerely
descriptive of a characteristic of applicant’s services,
which is to design and inplenent websites which are
accessed through the Wrld Wde Web. Al though the term
WMAEB is not found in the conputer dictionary, the terns
“WW and “World Wde Wb” are wi dely recogni zed, and
applicant itself acknow edges that these terns are commonly
used. Reply brief, p. 1. Because of this w despread
recogni tion, and because WW\EB begins wth the commonly
known term “WWV” with the word represented by the |ast “W
spelled out as “VEB,” so as to reinforce the neani ng of
WWN anyone who woul d be interested in applicant’s services

woul d i medi ately understand WNW\EB to nean the World Wde
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Wb, and to understand the descriptive significance of
WANEB.

Turning next to the question of |ikelihood of
confusion, our determnation is based on an anal ysis of al
of the probative facts in evidence that are relevant to the
factors set forth inlInre E I. du Pont de Nenoburs & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any likelihood
of confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods and/or services. Federated Foods, Inc. v. Fort
Howar d Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

Applicant’s services, design and inplenentation of
gl obal conputer network websites and the registrant’s
services, designing, inplenenting and nmai ntaining web sites
for others, are legally identical, a fact which applicant
does not dispute. Accordingly, not only are the respective
services the sane, but they also nust be deened to be
of fered through the same channels of trade to the sane
cl asses of custoners.

This brings us to a consideration of the marks,
keeping in mnd that when marks woul d appear on virtually
i dentical goods or services, the degree of simlarity
necessary to support a conclusion of |ikely confusion

declines. Century 21 Real Estate Corp. v. Century Life of
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Anerica, 970 F.2d 874, 23 USP@d 1698, 1700 (Fed. Cr
1992) .

Applicant’s mark is WW\EB | MPRESSI ONS, while the cited
mark i s NETI MPRESSI ONS. Both end with the identical term
| MPRESSI ONS, and begin with a term which describes the
services. As noted previously, WWEB woul d be perceived by
consuners as referring to the fact that the websites
appl i cant designs and inplenments are on the web. NET, too,
woul d be recogni zed as referring to the Internet, and
consuners woul d understand that the websites the registrant
designs and inplenments are on the Internet. Thus, although
the marks start with terns that are different in appearance
and pronunci ation, because of the descriptive significance
of the initial ternms, and the simlarity of their
connot ations, these differences are not sufficient to
di stinguish the nmarks as a whole. Rather, the marks both
convey simlar commercial inpressions

It is well-established that there is nothing inproper
in stating that, for rational reasons, nore or |ess weight
has been given to a particular feature of a mark, provided
the ultimate conclusion rests on a consideration of the
marks in their entireties. 1In re National Data Corp., 753
F.2d 1056, 224 USPQ 749, 751 (Fed. Cir. 1985). For the

af oresai d reasons, the | MPRESSI ONS part of both marks has
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greater source-identifying significance, and the marks in
their entireties are sim/lar because of their overal
connot ati ons, nanely of the word | MPRESSI ONS pr eceded by
terms referring to the location of the websites on the
Wrld Wde Wb or the Internet, and in their conposition,
with the descriptive termfor the websites being foll owed
by the word | MPRESSI ONS. Accordi ngly, when WNW\EB
| MPRESSI ONS is used for the same website design and
i npl enentation services as NETI MPRESSI ONS, purchasers are
likely to believe that these narks are nere variations on a
theme, and that the services identified thereby emanate
fromthe sane source.

Al t hough applicant notes that in many cases the courts
and the Board have found that the first elenent of a
trademark is nore likely to be inpressed on the mnd of a
pur chaser and renmenbered, we do not find that to be the
case here because of the descriptiveness of the initia
portions of both applicant’s and the registrant’s marks.
The cases cited by applicant are not persuasive.

Applicant also argues that the cited mark is entitled
to alimted scope of protection because there are third-
party marks in the sanme field. |In support of this

argunent, applicant has nade of record five third-party
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regi strations which include the word | MPRESSIONS.® O these
five registrations, four are for goods that are very
different fromthe services identified in the application
and cited registration, being for conputer software
prograns for business graphics charting software
applications; for conputer software prograns for inmage and
text storage; for conputer nonitors; and for catal ogs for
conputer printers. W do not consider these registrations
to be for goods simlar enough to the cited registrant’s
services to conclude the scope of protection for the cited
registration should be limted. Even if we were to find
that the scope of protection to be afforded the cited
regi stration would not extend to different kinds of
conput er products, the scope of protection certainly would
extend to the identical services covered by the cited
regi stration.

There is one third-party registration for services
that are essentially the sane as those in the cited
registration and in applicant’s application, nanely, G.OBAL
| MPRESSI ONS for “web site design and devel opnent services.”’

There has been specul ation by the Exam ning Attorney and

® Applicant refers to six registrations in its brief, but one of
these registrations is the cited registration.
" Registration No. 2,193, 915.
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the applicant as to why this registration issued despite
the presence of the cited registration on the Register.
However, the file of that registration is not of record,
and we cannot determ ne why the registrations were found
acceptabl e for coexistence on the Register. Wat we can
say is that the commercial inpression of G.OBAL | MPRESSI ONS
is not as simlar to the cited mark NETI MPRESSI ONS as VWWAEB
| MPRESSIONS is. Further, even if we were to assune that
the scope of protection to be accorded the NETI MPRESSI ONS
mark is not broad enough to extend to the mark GLOBAL
| MPRESSI ONS, we still find it to extend to prevent the
registration of the nore simlar mark WWEB | MPRESSI ONS.
Deci sion: The refusal on the ground of |ikelihood of
confusion and the requirenent for a disclainmer of WWEB are
affirmed. Applicant may, pursuant to Trademark Rul e
2.142(g), submit the required disclainer within 30 days of
the mailing date of this decision, and that portion of the
decision affirmng the requirenent for a disclainmer will be

set asi de.



